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Application Papers 

9) Q The specification is objected to by the Examiner. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1- 26 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1, 25 and 26 recite "separating the embedded. . .object from the electronic 
message" and then recites "delivering the electronic message to the destination with an un- 
altered viewable version of the separated multimedia object." It is unclear if the object is 
delivered in the message, and if this is the case it is further unclear since the previous step has 
separated the object from the message. An alternative interpretation would be that the object is 
not delivered inside the message but separate. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claim 26 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non- statutory subject matter. Claim 26 is drawn to a system comprising means for identifying, 
means for separating, means for delivering and means for enabling. The specification at page 14, 
lines 29-30 disclose the system maybe implemented in software alone. Therefore claim 26 covers 
an embodiment, i.e. software, that is non-statutory subject matter. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

6. Claims 1-13, 15-17, 19 -22, 25 and 26 as best understood are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. PGPUB 2002/0016818 to Kirani et al. 

As concerns claims 1, 25 and 26, automatically saving communicated multimedia objects 
to a repository for subsequent use, comprising: identifying an incoming or outgoing electronic 
message intended for a destination (abstract; email), identifying an embedded multimedia object 
embedded within the identified electronic message or an attached multimedia object attached 
within the identified electronic message (abstract; email attachments); separating the embedded 
multimedia object or the attached multimedia object from the electronic message (abstract; 
attachments removed from messages); delivering the electronic message to the destination with 
an un-altcrcd, viewable version of the separated multimedia object (0101) and automatically 
saving the un-altered, viewable version of the separated multimedia object to a repository 
(abstract; saved in repository) for subsequent use by a user; and enabling the user to select the 
multimedia object from the repository for subsequent use (abstract; accessed via link). 

As concerns claim 2, wherein the repository includes a central repository (abstract; 
network media-sharing repository). 
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As concerns claim 3, wherein the repository includes a local repository (network 
repository can be interpreted as a local repository; 0050-dcvicc has its own repository/memory 
as well). 

As concerns claim 4, determining a type of the multimedia object; and automatically 
saving the multimedia object to the repository based on the determination of the type of the 
multimedia object (abstract; size and type; size of object is equivalent to a "type"; figure 5a, 
503). 

As concerns claim 5, determining a type of the multimedia object (abstract); and 
automatically not saving the multimedia object to the repository based on the determination of 
the type of the multimedia object (0040; valid objects). 

As concerns claim 6, wherein the type of the multimedia object includes a non-picture 
image (0006). 

As concerns claim 7, wherein the non-picture image includes an emoticon (0006). 

As concerns claim 8, wherein the multimedia object includes an image (0006). 

As concerns claim 9, wherein the image includes a picture (0006). 

As concerns claim 10, wherein the multimedia object includes a music file (0006). 

As concern claim 11, wherein the multimedia object includes a video file (0006). 

As concerns claim 12, wherein enabling the user to select the multimedia object from the 
repository for subsequent use includes enabling the user to send the multimedia object to other 
users using a graphical user interface (figure 2; 215). 

As concerns claim 13, wherein enabling the user to select the multimedia object from the 
repository for subsequent use includes enabling the user to send the multimedia object to others 
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(0040) across multiple applications using a graphical user interface (figure 2; 215) that is 
common to the multiple applications. 

As concerns claims 15 and 19, wherein the multiple applications include a member 
directory (0040; recipients address; 0093). 

As concerns claims 16 and 20, wherein the multiple applications include a web page 
publishing application (figure 2; 201c). 

As concerns claim 17, wherein the automatically saved multimedia object is available for 
use across multiple applications using a graphical user interface (figure 2; 215) that is common 
to the multiple applications. 

As concerns claim 21, wherein the incoming or outgoing electronic message includes 
electronic mail (abstract). 

As concerns claim 22, wherein enabling the user to select the multimedia object from the 
repository for subsequent use includes enabling the user to select and use the multimedia object 
in multiple applications without having to upload the multimedia object to the repository 
(abstract; access via URL). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 14 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
PGPUB 2002/0016818 to Kirani et al. as applied above in view of U.S. PGPUB 2002/0184309. 
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Kirani ct al. '818 disclose applications (201). 

Kirani et al. '818 do not explicitly disclose the application is an instant messaging 
application. 

Danker ct al. '309tcach an instant messaging application (figure 4). 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to provide Kirani et al. '818 with an instant messaging application, as taught by 
Danker et al. '309, in order to provide a quicker means of communicating with multiple users. 
One of ordinary skill in the art would have made such a modification since it is a combination of 
known elements that yields predictable results. 

9. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
PGPUB 2002/0016818 to Kirani et al. as applied above in view of U.S. Patent No. 6,856,999 to 
Flanagin et al. 

Kirani et al. '818 do not explicitly disclose determining whether the multimedia object is 
stored in the repository and saving or not saving based on the determination. 

Flanagin et al. '999 teach saving/writing objects based on whether they have already been 
stored/written (abstract). 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to provide system of Kirani et al. '818 with storage determination, as taught by 
Flanagin et al. '999, in order to provide a means of preventing redundant data being stored and 
wasting storage space. 

Response to Arguments 

10. Applicant's arguments filed January 28, 2008 have been fully considered but they are not 
persuasive. The applicant argues Kirani fails to disclose the limitations of claim 1 . The 
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limitations of claim 1 argued by the applicant have rendered the claims unclear and indefinite 
and the claims have been rejected as best understood. The claim scope presently covers wherein 
the object/attachment is separated from the message and delivered separately from the message, 
which is anticipated by Kirani. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892; USPN 7,257,639. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John B. Walsh whose telephone number is 571-272-7063. The 
examiner can normally be reached on Monday-Thursday from 7:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Follansbee can be reached on 571-272-3964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. Information 
regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
a USPTO Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/John B.Walsh/ 

Primary Examiner, Art Unit 2151 



